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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



In re Application of: 

Rafey, et al. 

Application No. 09/768,951 

Filed: January 23, 2001 

For: SYSTEM AND METHOD FOR 
ENABLING ANONYMOUS 
PERSONALIZATION 



Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Examiner: Manning, John 
Art Unit: 2614 



APPEAL BRIEF UNDER 37 C.F.R. § 41.37 

This is an appeal to the Board of Patent Appeals and Interferences from the 
decision of the Examiner of Group 2614, dated June 6, 2005, which finally rejected 
claims 1-21 in the above-identified application. This Appeal Brief is hereby submitted 
pursuant to 37 C.F.R. § 41.37(a). 

L REAL PARTY IN INTEREST 

The real parties in interest are the join assignees of the full interest in the S 

in o 

invention, Sony Electronics Inc., Park Ridge, N.J., and Sony Corporation, Tokyo, Japan. S 

tr* 
o 

n. RELATED APPEALS AND INTERFERENCES I 

o 

To the best of Appellant's knowledge, there are no appeals or interferences related ^ 

-J 

to the present appeal that will directly affect, be directly affected by, or have a bearing on g 
the Board*s decision in the instant appeal. 



CD 



ID nj 
o o 

cu 



III. STATUS OF THE CLAIMS 

Claims 1-21 are pending in the application and are the subject of this appeal. A 
copy of claims 1-21 as they stand on appeal are set forth in Appendix A. 

IV. STATUS OF AMENDMENTS 

No amendments to the claims have been made after receipt of the Final Office 
Action on June 6, 2005. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Appellant's invention as claimed is a modular electronic element, also referred to 
as a tuner cartridge or a dedicated electronic device, that is tuned to a specific content 
provider. The modular electronic element modifies a signal from the specific content 
provider according to a user profile stored in the modular electronic element. 
[Specification: page 7, line 12 through page 10, line 13; Figures 1-3] The modular 
electronic element is claimed as interacting with a base station in claims 1-10. A user 
profile stored in the base station is sent to a new modular electronic element to initialize 
the new element. In addition, the user profile in the base station may be modified by 
information from an element. The components and corresponding operations for one 
embodiment of the modular electronic element are claimed in claims 11-18 [page 15, line 
15 though page 16, line 19]. A method performed by the base station to initialize the 
element and to modify the base station stored user profile is claimed in claims 19-21 
[page 13, line 12 through page 13, line 20; Figure 7]. 

Claims 8 and 9 specify means for enabling electronic purchases and electronic 
purchasing means. The corresponding structure is described on page 12, line 6-12 with 
reference to element 1 13b in Figure 3. 

VL GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Claims 1-7 and 10-21 stand rejected under 35 U.S.C. § 103 over U.S. 
Patent 5,483.277 to Granger and U.S. Patent 6,236395 to Sezan et al. 
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2. Claims 8 and 9 stand rejected under 35 U.S.C. § 103 over Grange and 
Sezan in combination with U.S. Patent 6 J28 J13 to Beach et al. 



VIL ARGUMENTS 

1. Claims 1-7 and 10-21 are Patentable under 35 U.S.C. § 103 over Granger and 
Sezan. 

Granger discloses a plug- in module that extends the number of channels a set top 
converter can deliver simultaneously. The plug-in module comprises a tuner that tunes to 
any channel selected by a user. One of the channels may be reserved for a VCR, but 
Granger does not teach or suggest that the tuner in the plug-in module is dedicated to the 
VCR channel. 

Sezan discloses an audio/video system that analyzes program content to find 
content that matches a user's preferences. A search, filtering and browsing (SFB) module 
gathers information about a user's viewing habits, which is passed to a generation module 
that creates a user description scheme. The SFB module also compares program 
description schemes with the user description scheme to select programs of interest to the 
user. The user description scheme may be copied to a portable device for use at a remote 
location. 

A, Claims 7, 3 and 4 

Claims 1, 3 and 4 stand or fall together. Claim 1 is the representative claim and 
claims the interaction between a modular media element and a base station. In particular, 
claim 1 claims the base station is configured to send a user profile from the memory of 
the base station to a new electronic media element, and further claims that the base 
station is configured to modify the user*s profile stored in the base station with 
information received from the plug-in module. 

The Examiner is equating Granger's set top converter with Appellant's claimed 
base station and Granger's plug-in module with Appellant's claimed module media 
element. The Examiner asserts that it would be obvious to modify Granger's set top 
converter to include a memory to store Sezan's description scheme. The Examiner also 
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asserts that is would be obvious to modify Granger's plug-in module to include a memory 
to store Sezan's description scheme. 

Appellant respectfully submits that nothing in Granger, Sezan, or the art as a 
whole suggest the desirability of the Examiner's modifications. Sezan is directed toward 
selecting content based on user preferences and the Examiner appears to be relying on 
this purpose as support for modifying Granger. However, Sezan does not need to store 
the user description scheme on a set top converter to accomplish his stated purpose. 
Furthermore, Granger is directed at enabling an additional channel to be tuned by a set 
top converter. Granger does not need to store a user description scheme to accomplish 
his stated objective. Thus, neither Granger nor Sezan suggests any advantage in making 
the modifications urged by the Examiner. Therefore, the Examiner has failed to provide 
proper motivation for the combination of Granger and Sezan, and the combination is 
improper. 

Moreover, the combination of Granger and Sezan does not teach or suggest 
modifying a user's profile on a base station with information from a modular media 
element as claimed. Although Sezan discloses that the user description scheme can be 
updated by the user or by a user agent, Sezan does not teach or suggest using information 
in the portable device to modify the user description scheme stored in the system. 

Accordingly, the combination of Granger and Sezan does not render obvious 
Appellant's invention as claimed in claims 1 , 3 and 4. 

B. Claims 2, 5, 10 and 16 

Claims 2, 5, 10 and 16 stand or fall together. Claim 2 is the representative claim. 
Claim 2 depends from claim 1 and further claims the electronic media element as a 
service cartridge having a detection element and an identifier. 

The Examiner asserts that Sezan's portable device is equivalent to Appellant's 
claimed service cartridge. However, there is no disclosure in Sezan that teaches or 
suggests the portable device has either a detection element or an identifier as claimed. 

Accordingly, the combination of Granger and Sezan does not render obvious 
Appellant's invention as claimed in claims 2, 5, 10 and 16. 
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C Claims 6, 7 and 15 

Claims 6, 7 and 15 stand or fall together. Claim 6 is the representative claim. 
Claim 6 depends from claim 5 and further claims the service cartridge includes a plurality 
of dedicated tuners. 

In rejecting claim 6, the Examiner relies on Official Notice that it is well-known 
to "use a plurality of tuners with storage elements." This is the verbatim rejection from 
the first Office Action mailed August 2, 2004. In response to the first Office Action, 
Appellant pointed out to the Examiner that Appellant's claimed limitation is not covered 
by the asserted Official Notice because Appellant is NOT claiming a plurality of tuners 
with storage elements. In addition, Appellant challenged the Examiner to provide 
evidence that Appellant's claim limitation was well-known. To date, the Examiner made 
no attempt to answer Appellant's challenge to the asserted Official Notice as required. 
Thus, the Examiner has failed to establish a proper prima facie case of obviousness with 
regard to claim 6. 

Accordingly, the combination of Granger and Sezan does not render obvious 
Appellant's invention as claimed in claims 6, 7 and 15. 

D. Claims 11-14, 1 7 and 18 

Claims 1 1-14, 17 and 18 stand or fall together. Claim 1 1 is the representative 
claim. Claim 1 1 is an independent claim and claims four elements that comprise the 
electronic media element. 

As discussed above, the combination of Granger and Sezan does not disclose 
Appellant's claimed system comprising a base station and an electronic media element. 
Claim 1 1 specifies additional limitations for the electronic media element. In particular, 
claim 1 1 claims that the user profile is initially received from a system upon installation 
of the electronic media element in the system. There is nothing in either Granger or 
Sezan that teaches or suggests initializing an electronic media element upon installation 
in a system. 

Furthermore, neither Granger nor Sezan disclose an electronic media element 
having an electronic component that generates generate video signal by modifying a 
broadcast signal based on a user profile. Granger's plug-in module tunes to a user 



09/768,951 



-5- 



080398.P602 



selected channel. Sezan displays content that matches a user's preferences. Appellant 
respectfully submits that neither prior art function can be considered equivalent to 
modifying the broadcast signal as claimed. 

Accordingly, the combination of Granger and Sezan does not render obvious 
Appellant*s invention as claimed in claims 1 1-14, 17 and 18. 

E. Claims 19-21 

Claims 19-21 stand or fall together. Claim 19 is the representative claim. Claim 
19 is an independent claim and claims operations performed by the base station. 

As discussed above, the combination of Granger and Sezan does not disclose 
Appellant's claimed system comprising a base station and an electronic media element. 
Claim 19 claims sending a user profile to a new dedicated electronic device upon 
detecting the installation of the new device. In addition, claim 19 claims modifying the 
user profile as a result of installing the new device. Neither Granger nor Sezan teach or 
even suggest sending a user profile and/or modifying the user profile in response to 
installing a new electronic device. Thus, the combination of Granger and Sezan cannot 
be properly interpreted as doing so. 

Accordingly, the combination of Granger and Sezan does not render obvious 
Appellant's invention as claimed in claims 19-21. 

2. Claims 8 and 9 are Patentable under 35 U.S.C. § 103 over Granger, Sezan and 
Beach. 

Claims 8 and 9 stand or fall together. Claim 8 is the representative claim. Claim 
8 depends fi"om claim 2 and further claims the base station comprises a communication 
link over, and the service cartridge comprises means for enabling electronic purchases 
through the communications link. 

Beach discloses storing, distributing and maintaining television program 
information in a distributed database. Beach does not teach or suggest any of the 
elements in claims 1 or 2 that are missing in the combination of Granger and Sezan. In 
addition, adding Beach to the combination of Granger and Sezan does not render the 
combination proper. Furthermore, although the Examiner asserts that Beach discloses a 
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means for enabling electronic purchases as claimed in claim 8, Beach actually only 
teaches tracking electronic purchases made by the user. 

Accordingly, the combination of Granger, Sezan and Beach does not render 
obvious Appellant's invention as claimed in claims 8 and 9. 



VIIL CONCLUSION 

The combination of Granger and Sezan is improper and furthermore does not 
disclose each and every limitation claimed in claims 1-7 and 10-21. The combination of 
Granger, Sezan and Beach is similarly improper and also does not disclose each and 
every limitation claimed in claims 8 and 9. Therefore, Appellant respectfully requests the 
Board reverse the rejection of claims 1-21 under 35 U.S.C. § 103 and direct the Examiner 
to enter a Notice of Allov^ance for claims -21. 

Fee for Filing a Brief in Support of Appeal 

Enclosed is a check in the amount of $500.00 to cover the fee for filing a brief in 
support of an appeal as required under 37 C.F.R. §§ 1.17(c) and 41.37(a). 
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Deposit Account Authorization 

Authorization is hereby given to charge our Deposit Account No. 02-2666 for any 
charges that may be due. Furthermore, if an extension is required, then Appellant hereby 
requests such extension. 



Dated: November 7, 2005 



Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR 
&ZAFMAN-LLP 




Sheryl Sue Holloway 
Attorney for Appellant 
Registration No. 37,850 

12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 720-8300 x309 
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tty Docket No. 080398.P602 Patent 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



In re Application of: 

Rafey, et al. 

Application No. 09/768,951 

Filed: January 23, 2001 

For: SYSTEM AND METHOD FOR 
ENABLING ANONYMOUS 
PERSONALIZATION 



Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Examiner: Manning, John 
Art Unit: 2614 



APPENDIX A FOR 
APPEAL BRIEF UNDER 37 CF.R. § 41.37 

1. (Previously amended) An interactive personalized viewing system, comprising: 

a base station comprising memory for storing a user profile that provides the 
viewing preferences of a user, the base station configured to send the user profile to a 
new electronic media element, to replace the user profile in the memory with a user 
profile modified with information in the new electronic media element and to provide a 
video signal to a display device; and 

an electronic media element, the electronic media element including a dedicated 
tuner for receiving a broadcast signal, the electronic media element further including a 
local storage element for storing at least a portion of the user profile, and a processing 
element operative to generate the video signal provided to the display device by 
modifying the display characteristics of the broadcast signal in response to the user 
profile, wherein the video signal display characteristics are anonymously modified by the 
user profile. 



2. (Original) The personalized viewing system of Claim 1, wherein the electronic media 
element is a service cartridge including a detection element, the service cartridge having a 
unique identifier associated therewith stored in the local storage element wherein the 
display characteristics of the video signal are modified upon detection of the unique 
identifier of the service cartridge. 

3. (Original) The personalized viewing system of Claim 1, wherein the broadcast signal is 
maintained in the local memory and modified in response to the user profile before the 
video signal is provided to the display device. 

4. (Original) The personalized viewing system of Claim 3, wherein the modification of 
the broadcast signal comprises a reorganization of the content of the broadcast signal in 
response to the user profile. 

5. (Original) The personalized viewing system of Claim 2, wherein the user profile is 
accessed and modified upon detection of the unique identifier of a new service cartridge. 

6. (Original) The personalized viewing system of Claim 5, wherein the service cartridge 
further includes a plurality of dedicated tuners, each of the dedicated tuners operative to 
receive a specific corresponding broadcast signal. 

7. (Original) The personalized viewing system of Claim 6, wherein the service cartridge 
further includes a plurality of media storage elements operative to store a specific video 
signal corresponding to the plurality of tuners. 

8. (Original) The personalized viewing system of Claim 2, wherein the base station 
further includes a communication link, and the service cartridge includes means for 
enabling electronic purchases through the communication link, the electronic purchasing 
means operative to track purchases made by the user. 
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9. (Original) The personalized viewing system of Claim 8, wherein the service cartridge 
includes means for modifying the user profile in response to purchases tracked by the 
electronic purchasing means. 

10. (Original) The personalized viewing system of Claim 2, wherein anonymous 
personalization is based on a fee service. 

11. (Previously amended) An electronic media element for enabling an interactive 
personalized viewing system, comprising: 

a tuner dedicated to receive a broadcast signal having a predetermined frequency 

range; 

an adapter, coupled to the tuner, operative to provide a video signal to a display 

device; 

a local memory operative to store the broadcast signal, the local memory further 
storing at least a portion of a user profile and a unique identifier of the media element, the 
user profile including the viewing and additional preferences of the user, the user profile 
initially received from an interactive personalized viewing system upon installation of the 
electronic media element in the interactive personalized viewing system; and 

an electronic component operative to generate the video signal by modifying the 
characteristics of the broadcast signal in response to the user profile, wherein the video 
display characteristics are anonymously modified by the user profile. 

12. (Original) The media element of Claim 11, wherein metadata is associated to identify 
segments of the broadcast signal and the viewing order of the segments is reorganized in 
response to the user profile. 

13. (Previously amended) The media element of Claim 12, wherein the reorganization of 
viewing segments is determined by matching the metadata with the contents of the user 
profile. 



09/768,951 



-3- 



080398.P602 



14. (Original) The media element of Claim 12, wherein the electronic component 
comprises a processor capable of performing a comparison of the metadata and the data 
stored in the user profile. 

15. (Previously amended) The media element of Claim 11, further including a plurality of 
tuners, each of the tuners operative to receive a broadcast signal having a predetermined 
frequency range, and a pluraUty of media storage elements operative to store the 
broadcast signals received by each of the plurality of tuners. 

16. (Previously amended) The media element of Claim 11, further including a detection 
unit to detect information present in other media elements. 

17. (Original) The media element of Claim 15, wherein the unique identifier is stored in 
the local memory, the unique identifier information being detected by the detection unit 
such that the use profile is modified in response to the detection of the unique identifier. 

18. (Previously amended) The media element of Claim 17, wherein the user profile is 
modified based on the information present in a newly detected media element. 

19. (Previously amended) A method of enabling anonymous personalization of an 
interactive viewing system, the method comprising: 

sending a user profile to a new dedicated electronic device upon installation of the 
new dedicated electronic device in the interactive viewing system, the user profile 
providing a set of viewing preferences; and 

modifying the user profile as a result of the installation of the new dedicated 
electronic media device. 

20. (Previously amended) The method of Claim 19, wherein the new dedicated electronic 
media device includes a unique identifier stored therein which automatically modifies the 
user profile based on the information contained therein. 
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21 . (Previously amended) The method of Claim 20, wherein modifying the user profile 
comprises: 

detecting the unique identifier of the new dedicated electronic media device; and 
adding the characteristics of the new dedicated electronic media device to the user 

profile. 
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